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DETAILED ACTION 
Election/Restrictions 

Applicants' election of Group I in the reply filed on November 2, 2005 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Claims 1-21 are pending and examined in this action. 

Specification 

The disclosure is objected to because it contains an embedded hyperlink and/or 
other form of browser-executable code. Applicant is required to delete the embedded 
hyperlink and/or other form of browser-executable code. See MPEP § 608.01 . 
The hyperlink is on page 60. 

Claim Objections 

Claims 9, 12-14 and 21 are objected to because of the following informalities. 
Claim 9 is a duplicate of claim 7. In claims 12-14, the term "activatable" is used. 
"Activatable" is not a word. Claim 21 needs a "the" inserted between "in" and 
"cytoplasm" in the first sentence. Appropriate correction is required. 



Application/Control Number: 10/600,389 Page 3 

Art Unit: 1636 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty In the English language. 

Claims 1-20 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
6,878,524. 

Tlie applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

Applicants teach a method for detecting protein-protein interactions in a host cell 
cytoplasm comprising introducing a first protein or fragment fused with the N or C 
terminus of a repressor, introducing a second protein or fragment fused to a cytoplasm 
localization sequence wherein upon interaction, transcription of a gene is increased, 
and there is detection of increased transcription and protein-protein interaction. The 
method further comprises subjecting the cell to selective growth conditions and 
detecting increased growth or survival of cells. The cytoplasm localization sequence is 
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limited to a membrane targeting sequence, which can be a myristoylation or 
mitochondrial outer membrane targeting sequence. Specifically, the sequences can be 
SEQ ID NO: 1 or SEQ ID NO: 3. The first protein is further limited to a protein encoded 
by a cDNA or cDNA library, with the repressor fused to a plurality of cDNA library 
members. The second protein is further limited to a protein encoded by a cDNA or 
cDNA library, with the repressor fused to a plurality of cDNA library members. The 
second protein is a transcriptional activator or involved in transcriptional activation. 
Either protein is detectable or produces detectable metabolites. The transcriptional 
inhibitor can be GalSOp. 

The gene expressed from a promoter that is regulated by or sensitive to the 
transcriptional inhibitor is one of a multiplicity of genes that encode detectable proteins. 
The promoter is limited to a GAL4 protein activatable promoter, which contains a 
UASgal site. The gene encodes a detectable product. Increased transcription of the 
gene confers a growth advantage or distinguishes the cell in a detectable manner. 

Applicants also claim a method for isolating the first or second fusion protein by 
detecting increased expression of the gene operably linked to a promoter that is 
regulated by or sensitive to the transcriptional inhibitor and isolating first or second 
protein. The first or second protein comprises a cDNA or cDNA library, with the 
repressor fused to a plurality of cDNA library members. 

U.S. 6,878,524 (see entire patent) teaches a method for detecting protein-protein 
interactions in a host cell cytoplasm comprising introducing a first protein or fragment 
fused with the N or C terminus of a repressor, introducing a second protein or fragment 
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fused to a cytoplasm localization sequence wherein upon interaction, transcription of a 
gene is increased, and there is detection of increased transcription and protein-protein 
interaction. The method further comprises subjecting the cell to selective growth 
conditions and detecting increased growth or survival of cells. The cytoplasm 
localization sequence is limited to a membrane targeting sequence, which can be a 
myristoylation or mitochondrial outer membrane targeting sequence. Specifically, the 
sequences can be SEQ ID NO: 1 or SEQ ID NO: 3. The first protein is further limited to 
a protein encoded by a cDNA or cDNA library, with the repressor fused to a plurality of 
cDNA library members. The second protein is further limited to a protein encoded by a 
cDNA or cDNA library, with the repressor fused to a plurality of cDNA library members. 
The second protein is a transcriptional activator or involved in transcriptional activation. 
Either protein is detectable or produces detectable metabolites. The transcriptional 
inhibitor can be GalSOp. 

The gene expressed from a promoter that is regulated by or sensitive to the 
transcriptional inhibitor is one of a multiplicity of genes that encode detectable proteins. 
The promoter is limited to a GAL4 protein activatable promoter, which contains a 
UASgal site. The gene encodes a detectable product. Increased transcription of the 
gene confers a growth advantage or distinguishes the cell in a detectable manner. 

It also teaches a method for isolating the first or second fusion protein by 
detecting increased expression of the gene operably linked to a promoter that is 
regulated by or sensitive to the transcriptional inhibitor and isolating first or second 
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protein. The first or second protein comprises a cDNA or cDNA library, with the 
repressor fused to a plurality of cDNA library members. 



Double Patenting 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the terni "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg, Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 



Claims 1, 2, 3, 4, 5, 7, 9 and 10 are rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claims 1 , 8, 9, 10, 1 1 , 5 and 6 of prior U.S. Patent No. 
6,878,524. This is a double patenting rejection. Claims 7 and 9 of the instant 
application both read on claim 5 of U.S. Patent No. 6,878,524. Claim 1 of the instant 
application and claim 1 of U.S. Patent No. 6,878,524 are commensurate in scope 
despite the additional language in the preamble of claim 1 of U.S. Patent No. 6,878,524. 
The additional language does not change the scope of the claim; it is just redundant 
verbiage. 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
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are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.Sd 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.Sd 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claim 15 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 17 of U.S. Patent No. 6,878,524. Although 
the conflicting claims are not identical, they are not patentably distinct from each other 
because claim 15 is generic to all that is recited in claim 17 of U.S. Patent No. 
6,878,524. That is, claim 17 of U.S. Patent No 6,878,524 falls entirely within the scope 
of claim 15, or in other words, claim 15 is anticipated by claim 17 of U.S. Patent No. 
6,878,524. Specifically, a gene encoding a detectable product in the instant application 
includes an exogenous reporter gene encoding a detectable product of claim 17 of U.S. 
Patent No. 6,878,524. 



Claims 16-18 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 18, 7 and 19 of U.S. Patent 
No. 6,878,524. An obviousness-type double patenting rejection is appropriate where 



the conflicting claims are not identical, but an examined application claim is not 
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patentably distinct from the reference claim(s) because the examined claim is either 
anticipated by, or would have been obvious over, the reference claim(s). See, e.g., In 
re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 
1046, 29 USPQ2d 2010 (Fed. Cir. 1993), In re Long!, 759 F.2d 887, 224 USPQ 645 
(Fed. Cir. 1985). 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other because of the following reasons: 

Claims 16-18 are dependent on claim 1 and directed to a method for detecting 
protein-protein interactions in a host cell cytoplasm comprising introducing a first protein 
or fragment fused with the N or C terminus of a repressor, introducing a second protein 
or fragment fused to a cytoplasm localization sequence wherein upon interaction, 
transcription of a gene is increased, and there is detection of increased transcription 
and protein-protein interaction. Increased transcription of the gene confers a growth 
advantage or distinguishes the cell in a detectable manner. The transcriptional inhibitor 
can be Gal80p. The method further comprises subjecting the cell to selective growth 
conditions and detecting increased growth or survival of cells. Claims 18, 7 and 19 of 
U.S. Patent No. 6,878,524 are directed to a method for detecting protein-protein 
interactions in a host cell cytoplasm comprising introducing a first protein or fragment 
fused with the N or C terminus of a repressor, introducing a second protein or fragment 
fused to a cytoplasm localization sequence wherein upon interaction, transcription of a 
gene is increased, and there is detection of increased transcription and protein-protein 
interaction. Increased transcription of the gene confers a growth advantage or 
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distinguishes the cell in a detectable manner. The transcriptional inhibitor can be 
GalSOp. The method further comprises subjecting the cell to selective growth conditions 
and detecting increased growth or survival of cells. 



No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michele K. Joike, Ph.D. whose telephone number is 
571-272-5915. The examiner can normally be reached on M-F, 9:00-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Irem Yucel, Ph.D. can be reached on 571-272-0781. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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